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DECI SI ON ON  APPEAL

Thi s design application is on appeal fromthe final
rejection of the only claimpending.

The subject matter of the invention is the design for a golf
bal | marker which has a generally crescent shape.

A prior decision was rendered (Paper No. 15-Cctober 31,

1994) wherein a rejection of the clainmed subject matter under

! Application for patent filed April 12, 1991. According to
appellant, this application is a continuation of Application No.
07/ 541, 336, filed June 21, 1990, now abandoned.
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35 U S.C " 103 was reversed. The exam ner now cites new prior
art, U S Patent No. 3,850,434 to Cckenfels against the claim
under 35 U.S.C. " 102(b).

Ref erence is nade to the briefs and answers for the

respective positions of appellant and the exam ner.
OPI NI ON
W reverse.
In order to establish an anticipation, under 35 U S. C
102, of a clainmed design, the exam ner nust denonstrate that a
prior art reference describes subject matter which is identical
inall material aspects as the clained design.

Accordingly, we look to the identity of appearances or
saneness between the gane board design of COckenfels and the golf
bal | marker design of the instant invention in order to determ ne
t he appropriateness of the examner’s rejection under 35 U S. C

102.

Wil e both sides argue the difference or de m ni nus nature
bet ween the curves of the crescent designs of both Ockenfels and
the instant invention, we need not reach that issue since the two
designs are not identical in all material aspects, in the sense
of 35 US.C ' 102, for other reasons.

The instant claimed invention is a three-di nensi onal design
for a golf ball marker having a crescent shape, in top view, as

shown in Figure 1, and a relatively thin height, or thickness, in
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the side view, as shown in Figure 2. The gane board of
Cckenfels, al beit crescent-shaped, describes no specific

di scerni bl e thickness. The exam ner does not dispute that
Cckenfels shows only a single view of the gane board but argues
that “it has |ong been accepted in the art to describe the

t hi ckness of a gane board as being conventional with no visual
di scl osure” [principal answer-page 4]. The exam ner al so enpl oys
a dictionary definition of “board” to contend that it neans a
sheet of relatively thin material.

We do not gainsay that a gane board usually has a relatively
thin “thickness” and that nost “conventional” ganme boards may
well be relatively thin. However, the fact that nost ganme boards
are relatively thin does not lead to the conclusion that all gane
boards are inherently so. The exam ner does not, and cannot,
claimthat all ganme boards are inherently relatively thin.
Accordingly, while it may be that Cckenfels’ gane board is
relatively thin, there is no certainty that it is. That |ack of
certainty can only lead to a conclusion that OCckenfels’ crescent-
shaped gane board anticipates the instant clai med desi gn under
35 US.C " 102 if we engage in unwarranted specul ati on derived
froma know edge of appellant’s invention. This, of course, is

i nproper in an analysis of novelty under 35 U S. C. ' 102.

Since the clained design is not described in the single
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applied reference, a rejection of the clainmed design under
35 U.S.C. ' 102 over Ockenfels cannot Iie.
The exam ner’s decision rejecting the design claimunder
35 U S.C. ' 102 based on Cckenfels is reversed.

REVERSED

Errol A Krass
Adm ni strative Patent Judge
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Law ence J. Staab
Adm ni strative Patent Judge

Fred E. McKel vey, Seni or
Adm ni strative Patent Judge
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